United States Patent and Trademark Ofhce 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/591,310 


05/07/2007 


Terry O'Halloran 


PA1645.ap.US 


9252 



7590 

Jennifer K Farrar 
Shuffle Master Inc. 
1 106 Palms Airport Drive 
Las Vegas, NV 89119 



EXAMINER 



CHAN, ALLEN 



PAPER NUMBER 



MAIL DATE 



DELIVERY MODE 



02/09/2011 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 





Application No. 

10/591,310 


Applicant(s) 

O'HALLORAN ET AL 


Examiner 

ALLEN CHAN 


Art Unit 

3718 





~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be avaiiabie under tine provisions of 37 GFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from tfie mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 GFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 31 January 2011 . 
2a)^ This action is FINAL. 2b)Q This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Ciaims 

4) ^ Clalm(s) 1-15 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) \3 Claim(s) is/are allowed. 

6) ^ Claim(s) 1-15 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Appiication Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

In response to the Amendment filed on January 31 201 1 , claims 1 , 7, 9, 14 and 
15 have been amended. Claims 1-15 are currently pending. 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 15 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Regarding claim 15, it is unclear how a computer software product can comprise 
only a processor and a video monitor in communication with the processor. Generally, 
computer software is embodied by some form of code/instructions stored on a readable 
medium or a memory. A processor is used to execute the code stored in the readable 
medium or memory, but does not store the code for the software. It is suggested that 
the claim be amended to recite some form of memory or readable medium, in addition 
to the processor and video monitor. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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Claim 15 is rejected under 35 U.S.C. 101 because tine claimed invention is 
directed to non-statutory subject matter. Tlie claim is directed to a computer software 
product, which is a computer program perse, which is non-statutory subject matter. The 
examiner suggests that the claim be amended to recite "a non-transitory computer 
readable medium containing a computer software product..., adapted to implement the 
method of claim 1". 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl<ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 



were made absent any evidence to the contrary. Applicant is advised of the obligation 
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under 37 CFR 1 .56 to point out tine inventor and invention dates of eacli claim tliat was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

7. Claims 1 -1 5 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Marks et al. (US 2003/02361 1 6 A1 ) in view of Ward (US Provisional Application 
60/454,822, filed 3/13/2003, as shown by US 2004/0180714 Al). 

Regarding claims 1 and 9, Marks et al. discloses a method of providing a jackpot 
in a gaming machine used to play a game, said machine having multiple simulated reels 
used in the game, and at least one pay line, including at least the steps of determining a 
player's wager (see par. [0006]), playing the game, so that the simulated reels assume 
a specific configuration showing symbols across said reels used in the game, wherein 
one or more of said symbols can be a scatter symbol (see figs. 1 A-1C and par. [0068]), 
and determining if scatter symbols appear across said reels used in the game in a 
predefined manner, and if so then paying said jackpot (see par. [0069]). However, 
Marks et al. does not explicitly disclose that the scatter symbols can be a variable state 
scatter symbol, the variable states being an active and an inactive state and wherein the 
probability of a variable state scatter symbol is dependent upon the size of the player's 
wager. Ward teaches a game where the paylines can be active or inactive and where 
the variable state of the paylines is dependent on the size of the player's wager (see 
par. [0061]). It would have been obvious to one of ordinary skill in the art at the time the 



Application/Control Number: 1 0/591 ,31 0 Page 5 

Art Unit: 3718 

invention was made to apply the concept of a variable state symbol/payline dependent 
on a wager amount as taught by Ward to the game and scatter symbol of Marks et al. in 
order to allow the player to increase the probability of winning by wagering a higher 
amount. 

Regarding claims 2 and 10, Ward teaches that the paylines are activated based 
on a linear relationship with the player's wager amount (i.e. each multiple of the base 
bet activates another payline) (see par. [0061]). 

Regarding claims 3 and 1 1 , Marks et al. discloses scatter and wild symbols for a 
game (see par. [0068]-[0070]). It is obvious that these symbols can be used in any 
manner in a game, at the discretion of the casino operator. 

Regarding claims 4 and 12, Ward teaches that the variable state of the paylines 
is dependent on the size of the player's wager relative to a maximum possible wager 
(see par. [0061]). 

Regarding claims 5 and 6, Marks et al. discloses that the jackpot can be 
accumulated across a plurality of linked machines or on a single machine (see par. 
[0011]). 

Regarding claims 7 and 14, the limitations of the claim have been discussed 
above with regards to claims 1 and 4 (for claim 7) and claims 9 and 12 (for claim 14). 

Regarding claims 8 and 13, Ward teaches a plurality of gaming machines linked 
to a central jackpot controller (see par. [0096]). Marks et al. also discloses providing a 
progressive jackpot which is incremented from wagers on a plurality of machines (see 
par. [0011]). 
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Regarding claim 15, Ward teaches a computer program executed by tine 
processor (see par. [0032]) and a video monitor (see fig. 1 , item 24). 

Response to Arguments 

8. Applicant's arguments filed January 3^^\ 201 1 have been fully considered but 
they are not persuasive. 

Regarding applicant's argument that neither Marks et al. nor Ward teach a 
variable state scatter symbol, the examiner disagrees. As discussed above, Marks et al. 
teaches a gaming machine which uses scatter symbols as a method of providing a 
jackpot. Ward teaches a game with variable state payiines which can be active or 
inactive depending on the size of the player's wager. Thus, it would have been obvious 
to one of ordinary skill in the art at the time the invention was made to apply the concept 
of a variable state symbol/payline dependent on a wager amount as taught by Ward to 
the game and scatter symbol of Marks et al. in order to allow the player to increase the 
probability of winning by wagering a higher amount. In addition, the claims could also be 
interpreted such that a scatter symbol appearing on an inactive payline would be 
inactive. For example, if the player places a wager on only one of the payiines and the 
scatter symbol appears on a different payline, then the scatter symbol would be 
inactive. However, if the player wagers on every payline (thus requiring a larger wager), 
and a scatter symbol appears, then the scatter symbol would be active. Thus, the size 
of the player's wager would affect the probability of the variable state scatter symbol 
being in an active or an inactive state. 
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Conclusion 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of tine extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory penod for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ALLEN CHAN whose telephone number is (571 )270- 
5529. The examiner can normally be reached on Monday through Thursday 9:00 AM to 
7:00 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter Vo can be reached on (571) 272-4690. The fax phone number for the 
organization where this application or proceeding is assigned is 571 -273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/ALLEN CHAN/ 
Examiner, Art Unit 3718 
2/7/201 1 



/JAMES S. MCCLELLAN/ 
Primary Examiner, Art Unit 3718 



